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Art Unit: 3627 

DETAILED ACTION 

1 . Claims 1-27 are presented for examination. The rejection of claims 1-27 mailed 
on 9/24/2004 is withdrawn. New grounds of rejection based on newly found prior art is 
set forth in detail below. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
"New Web Business Caters to Law Firms: Former Associates start foodservice 
company" (hereinafter SeamlessWeb I) and "You Want Fries With That?" (hereinafter 
SeamlessWeb II) in view of Gardner et al., Pat. No. 5,758,327 (hereinafter Gardner). 
The Examiner notes that SeamlessWeb I and SeamlessWeb II disclose a service on a 
web site called SeamlessWeb that was started in December, 1999. Therefore, the 
publications are used to disclose the service SeamlessWeb. All citations to 
SeamlessWeb, unless otherwise noted, are found in SeamlessWeb I. 

As to claims 1 , and 21-23, SeamlessWeb discloses a method for providing 
electronic commerce and accounting services to organizations and service providers for 
offerings ordered by members of the organizations and delivered by the service 
providers (see whole document) comprising the steps of: 
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providing members with online access to a listing of a plurality of service 
providers with associated offerings via an interactive communication (i.e. web), said 
listing maintained by an intermediary (i.e. SeamlessWeb, linking law firms with a 
network of restaurants) (page 3, lines 8-10); 

enabling members to electronically select a service provider from the listing (i.e. 
click on a restaurant) (page 3, lines 39-41 ); 

enabling members to electronically select offerings from the selected service 
provider via the listing (i.e. clicking through the menu to complete the order) (page 3, 
lines 39-41); 

enabling the members to electronically communicate selected offerings and 
billing information for payment of the selected offerings to the intermediary (page 4, 
lines 42-44); 

electronically storing the billing information at the intermediary (page 4, lines 42- 

44); 

electronically communicating the offerings selected by the members from the 
intermediary to the selected service provider (page 4, lines 42-44); 

providing a consolidated invoice from the intermediary to an organization for a 
plurality of offerings ordered by a plurality of members of that organization from a 
plurality of service providers (page 4, lines 48-54); 
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SeamlessWeb does not explicitly disclose 
a listing that is a database; and 

providing the invoice during a predetermined time period. 

However, Gardner discloses a listing that is a database (i.e. catalog) (col. 5, lines 
43-57). In addition, Gardner discloses providing the invoice during a predetermined time 
period (i.e. information matched with the EPOD) (col. 9, lines 32-49). It would have been 
obvious to one of ordinary skill in the art at the time of Applicant's invention to include 
the aforementioned limitations for the motivation of making requisition of items more 
efficient by diminishing paper handling during the process (col. 4, lines 13-22). 

As per claim 2, SeamlessWeb discloses collecting payment by the intermediary 
from the organization on the consolidated invoice (i.e. single bill)(page 4, lines 48-50); 
and 

SeamlessWeb does not explicitly disclose 

paying of the service provider by the intermediary for all offerings ordered 
therefrom by the members . 

As per claim 3, SeamlessWeb and Gardner do not explicitly disclose wherein the 
members are provided with the additional option of paying by cash or credit card in 
which instance the offering is not billed to the organization on the consolidated invoice. 

However, the Examiner takes official notice that it was well known in the 
electronic ordering arts to pay for goods and services by cash or credit card. 
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The motivation was to provide convenient payment mechanisms preferred by 
customers. It would have been obvious to one of ordinary skill at the time of Applicant's 
invention to include the aforementioned limitation for the motivation stated above. 
As per claim 4, SeamlessWeb discloses wherein: 

the organization is a business and members are employees of the business (i.e. 
employees of a law firm)(page 3, lines 39-41); 

the billing information includes at least one of the employees 1 personal 
identification number, a specific identification number for the business, the business' 
address, the business' telephone number, and client billing codes (page 4, lines 42-44). 

As per claim 5, SeamlessWeb discloses in the form of a searchable web site 
(page 3, lines 8-1 0 and lines 39-41 ). 

As per claim 6, SeamlessWeb discloses the service providers are restaurants 
and the step of providing at least one web page with each of the restaurants which web 
page displays at least one of the restaurant menu, the restaurant food type, and the 
restaurant specialties of the day (page 3, lines 39-41). 

As per claim 7, SeamlessWeb discloses generating a report by the intermediary 
of all meals ordered by the employees during a specified time period containing at least 
one of order date, order time, employee name, employer's personal identification 
number, meal ordered, meal cost, client name, client code, and restaurant name (i.e. 
who's gone over budget)(SeamlessWeb II, page 3, lines 19-23) and 
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forwarding the report from the intermediary to the business (SeamlessWeb II, 
page 3, lines 19-23). 

As per claim 8, SeamlessWeb and Gardner do not explicitly disclose wherein ht 
report can be sorted by at least one of order date, order time, employee name, 
employees' personal identification number, meal ordered, meal cost, client name, client 
code, and restaurant name. 

However, the Examiner takes official notice that it was well known in the 
electronic arts to sort reports based on specific fields of information. The motivation was 
to prepare the report data in a user friendly manner for preparing the data in such a 
form to identify relevant information in a logical manner. It would have been obvious to 
one of ordinary skill in the art at the time of Applicant's invention to include the 
aforementioned limitation for the motivation stated above. 

As to claim 9, SeamlessWeb discloses wherein the report can be generated 
upon demand by the organization (SeamlessWeb II, page 3, lines 19-21). 

As to claim 10, SeamlessWeb discloses wherein the report is forwarded from the 
intermediary to the organization via one of facsimile, email, global communication 
network, or said interactive communication network (SeamlessWeb II, page 3, lines 19- 
21). 

As to claim 1 1 , SeamlessWeb discloses generating a receipt by the intermediary 
containing at least one of an order confirmation number, employee name, the 
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employees 1 personal identification number, meal ordered, order date, order time, meal 
cost, client name, client code, and restaurant name (i.e. confirmation email of the order 
to the lawyer)(page 4, lines 42-44). f 

As to claim 12, SeamlessWeb discloses wherein the receipt is forwarded from 
the intermediary to at least one of the employee, the restaurant, and the organization 
(page 4, lines 42-44). 

As to claim 13, SeamlessWeb discloses wherein the receipt is forwarded from 
the intermediary via one of facsimile, email, global communication network, or said 
interactive network )page 4, lines 42-44). 

As to claim 14, SeamlessWeb discloses forwarding from the intermediary to the 
employee an estimated time of delivery from the restaurant to the organization (page 4, 
lines 42-44). 

As to claim 15, SeamlessWeb discloses wherein the listing is searchable by at 
least one of restaurant name, food type, food preference, and restaurant location (page 

3, lines 39-41). 

As to claim 16, SeamlessWeb does not explicitly disclose wherein the business 
maintains house accounts with the restaurants and the consolidated invoice provides 
consolidation of amounts due on the house accounts. 

However, SeamlessWeb discloses consolidated invoicing from restaurants(page 

4, lines 42-50). Gardner discloses a central site for processing invoices on amounts due 
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on house accounts with a plurality of vendors (col. 9, lines 32-49). It would have been 
obvious to one of ordinary skill in the art at the time of Applicant's invention to include 
the aforementioned limitations within SeamlessWeb for the motivation stated for claim 1 
above. 

As to claim 17, SeamlessWeb discloses retaining a commission by the 
intermediary from the payment received from the organization (SeamlessWeb II, page 
3, line 16). 

SeamlessWeb and Gardner do not explicitly disclose wherein only the balance of 
the payment from the organization minus the commission is forwarded by the 
intermediary to the service provider. 

However, the Examiner takes official notice that it was well known in the 
electronic ordering arts to forward balance payments minus commissions to service 
providers. The motivation was to provide incentive for more service providers or 
vendors to participate in the electronic commerce network. It would have been obvious 
to one of ordinary skill in the art at the time of Applicant's invention to include the 
aforementioned limitations for the motivation stated above. 

As to claim 18, SeamlessWeb discloses providing a history of previous orders by 
the intermediary for each member (SeamlessWeb II, page 3, lines 19-20). 

As to claim 19, SeamlessWeb discloses providing real time assistance by the 
intermediary to resolve problems associated with an order (page 4, line 44). 



Application/Control Number: 09/595,528 



Art Unit: 3627 



Page 9 



As to claim 20, SeamlessWeb does not explicitly disclose wherein the 
consolidated invoice from the intermediary to the organization is provided via one of 
facsimile, email, a global communication network, or said interactive communication 
network. 

However, Gardner discloses wherein the consolidated invoice from the 
intermediary to the organization is provided via one of facsimile, email, a global 
communication network, or said interactive communication network (col. 9, lines 38-40). 
It would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to include the aforementioned limitations for the motivation of making 
requisition of items more efficient by diminishing paper handling during the process (col. 
4, lines 13-22). 

As to claim 24, SeamlessWeb does not explicitly disclose 
wherein members are only allowed access to searchable database for a preselected 
group of service providers. 

However, Gardner discloses wherein members are only allowed access to 
searchable database for a preselected group of service providers (i.e. approved 
products and services)(col. 5, lines 23-30). It would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention to include the aforementioned 
limitation for the motivation of handling customer orders automatically via a catalog 
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model without requiring intervention by a buyer associated with the procurement 
process (col. 5, lines 32-43). 

As to claim 25, SeamlessWeb discloses wherein the preselected group of service 
providers is determined based on geographic location of the organization (midtown and 
Wall street)(page 4, lines 61-64). 

As to claim 26, SeamlessWeb discloses wherein the geographic location is 
determined by proximity to the organization (midtown and Wall Street) (page 4, lines 61- 
64). 

As to claim 27, SeamlessWeb discloses providing for delivery of the offerings 
from the service provider to the members (page 4, lines 42-44). 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-27 have been considered but are 
moot in view of the new ground(s) of rejection. 

5. A further reference of interest is noted on the attached PTO-892. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Joseph Rudy whose telephone number is 571- 
272-6789. The examiner can normally be reached on Monday thru Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander G. Kalinowski can be reached on 571-272-6771. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 




Andrew Joseph Rudy 
Primary Examiner 
Art Unit 3627 



